09/25/2003-15:47 651-735-1102 SHUMAKER & SIEFFERT PAGE 06/10 


REMARKS 

This convocation is responsive to the Final Office Action dated August 7, 2003. No 

amendments have been made at this time. 

As aprehminary matter, Applicant would like to thank the Examiner for discussing the 
present Office Action on September 23 and September 24, 2003 with Mr. Sieffert, Applicant's 
representative. Mr. Sieffert and the Examiner Labaze discussed (i) the rejections of claims 1 and 
9 under 35 U.S.C 102(b) in view of US 5,621,571 to Bantli et al. ("BantU '571"). In particular, 
Applicant described the general inapplicability of Bantli '571, as discussed in this response in 
detail below. During the interview, no amendments were proposed. This discussion constitutes 
Applicant's statement of the substance of the interviews of September 23 and September 24, 
2003. 

In addition, Applicant respectfully requests that the finality of the rejection be withdrawn. 
In the Office Action, the Examiner indicated that Applicant's submission of an informational 
disclosure statement on 9/9/2001 prompted the new ground(s) of rejection presented in the 
present Office Action, and that the present action was therefore made final. First, as the present 
application was not filed until 12/19/2001, Applicant is unclear to which IDS the Examiner is 
referring. It appears that the references forming the basis for the present rejection were actually 
cited by the Examiner in an Office Action dated 11/1 1/2002. Moreover, MPEP 609(B)(2)(i), 
cited by the Examiner, specifies only that the "next" office action could be made final in 
response to submission of art via the applicant after an action on the merits. 

matin Re jection Undp r 35 U.S.C. 6 102 

In the Office Action, the Examiner rejected claims 1, 2, and 6-1 1 under 35 U.S.C. 102(b) 
as being anticipated by US 5,621,571 to BantU et al. ("Bantu '571"). Applicant respectfully 
traverses the rejection. Bantli '571 mils to disclose each and every feature of the claimed 
invention, as required by 35 U.S.C. 1 02(b), and provides no teaching that would have suggested 
the desirability of modification to include such features. 

For example, Bantli '571 fails to teach or suggest a combination tag comprising a 
retroreflective article having an optical article and a reflective layer, wherein the reflective layer 
comprises » ^Ml^A ink de posited on at le ast » y^ttion Qf a structured surface of the optical 
article, as recited by Applicant's independent claim 1 . 
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optM - an* - op^ 
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ssSmsSMssMi , « «« cecitec * ^ °'^ f Bmtli , 71 , ^ 

in Office Action, teEx^i^«o^ 5 ' to ' ,E 40 0 6 

that *e ^ A*-"* — — ' ^ 3 

«. to passage of Ban* - ^W*- ^ » 

sheeting" in which a "aifitaHSSS reflect™ coatmg is -vapot oep 
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lover 31 maybe included with removable paper liner 38 for bon f m 2™*fj°V e 
S 30 to any surface, although usually a metal substrate, (emphasis added) 

In contrast, Applicant's application describes how a metallized ink may be used to produce a 
retroreflective value that visually approximates a vapor coated retroreflective sheeting, yet 
provides radio frequency-responsiveness? Applicant respectfully submits that the Examiner's 
assertion that the Bantii et al/571 reference anticipates the use of a metallized ink is clearly 


erroneous. 


Banui '571 fails to disclose each and every limitation set forth in claims 1 , 2, and 6-1 1 . 
For at least these reasons, the Examiner has failed to establish a prima facie case for anticipation 
of Applicant's claims 1, 2, and 6-11 under 35 U.S.C. 102(b). This rejection must be withdrawn. 

rtaim Reject Tinder 35 U.S.C. 6 103 

In the Office Action, the Examiner rejected claims 4-5 and 12 under 35 U.S.C. 103(a) as 
being unpatentable over BantJi '571 in view of Brennan et al. (US 5,844,523). Applicant 
respectfully traverses the rejection. The applied references fail to disclose or suggest the 
inventions defined by Applicant's claims, and provide no teaching that would have suggested the 
desirability of modification to arrive at the claimed invention. 

As described in Applicant's last response, neither Bantii et al. '571 nor Brennan makes 
any mention of a reflective layer comprising a metallized ink, let alone the use of an ink having a 
metal content of about 1 0% to 1 4% by volume, as recited by claim 4. Thus, even if the 
modification proposed by the Examiner could be achieved in Bantii et al. '571 , Applicant's 
claimed invention would not be realized. 

It appears that the Examiner is still confused with respect to Brennan et al. Column 10, 
line 16, and column 17, line 20, of Brennan et al., cited by the Examiner, refer to msulatiye 
"filler"' mat is added to a thermoplastic elastomer at about 5% to 60% by volume. In other 
words, these concentrations refer to insulative filler not conductive metal particles. Column 1 1 , 
lines 1 9-27 of Brennan refer to a metallized layer for a tunable dielectric substrate for use in a 


1 Bantii '571, column 5, lines 25-i0. 
1 Page 9, lines 5-12, 23-25. 
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printed circuit board, which has no relevance to a retroreflective sheeting. Consequently, 
Brennan et al. does not teach or suggest a reflective layer comprising a metallized ink. 

... — * of ordinary sldll int] 


ine cxamma « 

view of Brennan et al. to modify Bantli' '571 to use metal ink. Hie Court of Appeals for the 
Federal Circuit has made clear that motivation to combine references must be found in the pnor 
art, and that it is impermissible hindsight for the Examiner to use the motivation stated m 
Applicant's own disclosure as a blueprint to reconstruct the claimed invention from the pnor art. 
Moreover, it is insufficient to merely pull such motivation out of thin air. Rather, the Examiner's 
rejection must be based on substantial evidence in the record to demonstrate that the motivation 

* ■ a a. 


* ■ . - - j _ ... , iM . «,w »mnr ITT ^ 

making 


As the passing reference to a "conductive ink" in Brennan is directed to use in a printed 
circuit board, there is no teaching or suggestion of a combination tag having a frequency- 
responsive element and a retroreflective article having a reflective layer comprising a metallized 
ink, as recited by Applicant's claim 1 - Hie Examiner surmises that it would have been obvious 
to one of ordinary skill in the art to use a metal ink to "achieve better and brighter reflections and 
color diffusions" and that a metal content of 10% to 14% would "reduce cost, control how 
incident light is directed toward the light source, and increase the reflectivity of the article." 

It is clear that the Examiner improperly plucked these motivations ont of thin air as none 
of this is found in Brennan or is even relevant to the metal layer described in Brennan. 
Moreover, this conjecture by the Examiner is plainly incorrect. Bantli '571 describes that the 
conductive sheeting renders any antenna network ineffective. Accordingly, one of ordinary skill 
in the art would have avoided the modification proposed by the Examiner. The Examiner's 
conjecture regarding better and brighter reflectivity is immaterial with respect to the problems 
stated by Bantli • 57 1 . The cited references offer no teaching or suggestion that the deficiencies 
of Bantli '571 can be addressed by Brennan to achieve the Applicant's invention. In summary, 
the Examiner's conclusion of obviousness is unsupported by any substantial evidence in the 


record. 


7 i ^TZT *w; 007 TJSPO 543 fCAFC 1985): see also In re Fine, 5 XJSKfld 1596, 1598 
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For a. M **e — * the E« has ftM » • ** - " * — 

p^ili* of AppUo^s dd. 4-5 and ,2 35 U.S.C. .<*(.). Withdraw- of to 

rejection is requested. 

CONCLUSION 

AUclai^intMsapp^ AppUc^t respectfully 

^uestsreconsiderauonandprompiallowanceofaUpend^ Please charge any 

Tdinonal fees or credit any overpayment to deposit account number 50-1778. TheExamuer . 
invited to telephone the below-signed attorney to discuss this application. 



Date; 


SHUMAKER & SIEFFERT, PA. 
8425 Seasons Parkway, Suite 105 
St Paul, Minnesota 55125 
Telephone: 651.735.1100 
Facsimile: 651.735.1102 



Name: Kent J. Sieflfert 
Reg. No.: 41,312 


RECEIVED 

SEP 2 $ 2003 
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